
AMENDMENT UNDER 37 C.F.R. § 1.111 
U.S. Patent Application No. 10/069,612 

REMARKS 

Reconsideration and allowance of the subject application are respectfully requested. 
Upon entry of this Amendment, claims 1-14 are pending in the application. In response to the 
Office Action (Paper No. 16), Applicant respectfully submits that the pending claims define 
patentable subject matter. 

Claims 1-10 rejected are under 35 U.S.C. § 103(a) as being unpatentable over Barzegar et 
al. (USP 6,363,079; hereafter "Barzegar"). Applicant respectfully traverses the prior art 
rejection. 

Independent claim 1 is directed to a telecommunication system comprising a network and 
a terminal conmiunicably linked to the network. Claim 1 requires that "said network comprises: 
a switch comprising a detector for detecting an indication signal generated by said terminal; and 
a speech recognizer for vocal commanding, said speech recognizer comprising an adjustor for 
adjusting a variable capacity parameter for said vocal commanding based on said indication 
signal detected by said detector." Independent claims 4, 7 and 10 recite similar limitations with 
regard to adjusting a variable capacity parameter for vocal conmianding based on an indication 
signal. 

The Examiner maintains that Barzegar discloses all of the features of independent claims 
1, 4, 7 and 10 except for "combining speech recognition and bandwidth on demand together for 
implementing functionality as the claimed 'said speech recognizer comprising an adjustor for 
adjusting a variable capacity parameter for said vocal commanding based on said indication 
signal detected by said detector.'" 
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However, the Examiner alleges: 

Barzegar discloses that the preferred embodiment provides a bandwidth on demand 
feature through the interface ISD 22 (Fig. 1) (column 13, lines 40-45); the preferred 
design includes the voice dialing service feature (column 15, lines 31-32); and the 
. voice/call processor may handle voice recognition functions for spoken conmiands from 
any of the ISD connected devices (column 10, lines 4045), which suggests the motivation 
and connection for combining speech recognition and bandwidth on demand features in 
the application. Therefore, it would have been obvious to one of ordinary skill in the art 
at time the invention was made to provide the preferred design into the preferred 
embodiment by combining speech recognition feature and bandwidth on demand feature 
with an ISD interface, as taught by Barzegar, for the purpose of full taking advantage of 
available services and offering efficient communications (column 13, lines 43 and 
column 15, lines 31-32) for the system. 

Applicant respectfully submits that the claimed invention would not have been rendered 
obvious in view of Barzegar because the cited reference does not teach or suggest adjusting a 
capacity parameter for the vocal commanding based on the indication signal, as claimed. In 
particular, although Barzegar does disclose utilizing speech recognition in a voice dialing 
scenario (e.g., see column 15, lines 1-30 of Barzegar), the capacity parameter for the vocal 
commanding appears to be fixed. On the other hand, the present invention, teaches that a 
flexible capacity parameter is utilized for adjusting the available bandwidth between terminal 
and speech recognizer and/or for adjusting a processor capacity of terminal and/or speech 
recognizer, e.g., a sampling rate or a noise reduction being deactivated, as a result of which name 
dialing, command and control, and dictation can be done with the highest efficiency, (paragraph 
bridging pages 1 and 2). 
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Although the Examiner cites column 13, lines 40-45 of Barzegar for disclosing a 
bandwidth on demand feature through the interface ISD 22, and column 15, lines 31-32 and 
column 10, lines 40-45 of Barzegar for disclosing voice dialing and handling voice commands, 
nowhere does Barzegar teach or suggest that the voice dialing service provided by network 
server complex 38 (facilities management platform 32 and network server platform 36) adjusts a 
variable capacity parameter for vocal commanding (i.e., voice dialing). Rather, Barzegar simply 
discloses the voice dialing allows a subscriber to call another subscriber by giving a vocal 
conmiand (e.g., stating the other subscriber's name). Further, as discussed on column 14, lines 
13-38, Barzegar's teachings with regard to bandwidth on demand simply relate to giving 
bandwidth allocation priority to voice calls over data transfers (i.e., if an available channel does 
not exist when a new voice call comes in, a channel may deallocated from data usage for 
allocation to the new voice call since voice usage has a higher priority than data usage). 

Although Barzegar discusses bandwidth on demand applications and variable bandwidth 
applications, both of these are well known in the art. Nowhere does the cited reference teach or 
suggest in any way that these appUcations may be utilized with the disclosed voice dialing in 
order to adjust a variable capacity parameter for vocal conmianding. In other words, although 
Barzegar discloses a voice-dialing application and a bandwidth-on-demand application, there is 
no disclosed or suggested connection between these two applications. 

To establish a prima facie case of obviousness under 35 U.S.C. § 103, there must be some 
suggestion or motivation to modify or combine the reference teachings. 'To support the 
conclusion that the claimed invention is directed to obvious subject matter, either references 
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must expressly or impliedly suggest the claimed invention or the examiner must present a 
convincing line of reasoning as to why the artisan would have found the claimed invention to 
have been obvious in light of the teachings of the reference." Ex parte Clapp, 227 USPQ 972, 
973 (Bd. Pat. App. & Inter. 1985). 

Applicant respectfully submits that Barzegar does not provide any motivation to combine 
a particular bandwidth allocation with the voice-dialing scenario. In particular, Barzegar does 
not disclose a voice command scenario where different bandwidth might be allocated within the 
voice conmiand scenario. On the other hand, the indication signal according to the present 
invention is used to adjust a variable capacity parameter. Furthermore, the object from which the 
present invention starts, i.e., that speech recognition in conventional teleconmiunication systems 
(such as Barzegar) "based upon a fixed capacity (with said vocal conmianding taking place via a 
fixed bandwidth between source and destination - and/or a fixed sampling rate at source and/or 
destination ..." (see first three paragraphs of page 1 of the present application) is inefficient and 
disadvantageous, is not even addressed in Barzegar. Thus, Applicant respectfully submits that 
the § 103 rejection is improper since the cited reference does not provide the requisite motivation 
for modifying it's teachings in order to produce the claimed invention. 

Further, Applicant respectfully submits that the Examiner not provided any objective 
reasoning why one of ordinary skill in the art would have been motivated to modify Barzegar. 
The sections of Barzegar (column 13, lines 43 and column 15, hnes 31-32) cited by the Examiner 
as providing the alleged motivation (i.e., "for the purpose of full taking advantage of available 
services and offering efficient conmiunications") do not provide any motivation to combine a 
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particular bandwidth allocation with the voice-dialing scenario. Rather, the cited sections simply 
indicate the preferred "embodiment [of Barzegar] makes it simple and efficient to provide high 
priority to voice communications by the ISD 22 by providing a bandwidth on demand ..." 
(column 13, lines 43) and provides the implicit advantage that "voice dialing may be provided by 
a different company from the one that actually makes the call" (column 15, lines 31-34). 

Therefore, Applicant respectfully submits that the Examiner's conclusions could only be 
based on impermissible hindsight in construing the reference as he has to yield the present 
invention. That is, Applicant respectfully submits that the Examiner is using his knowledge of 
the present invention, in hindsight, to conclude that one skilled in the art would have found it 
obvious to modify the teachings of Barzegar to adjust a variable capacity parameter for vocal 
commanding based on an indication signal from a terminal. However, the Court of Appeals for 
the Federal Circuit, and the Board of Patent Appeals and Interferences, have held repeatedly that 
such an approach is inappropriate for determining the obviousness of a claimed invention. See, 
e.g., In re Geiger, 815 F.2d 686, 2 U.S.P.Q.2d 1276 (Fed. Cir. 1987); Panduit Corp. v. Dennison 
Mfg. Co., 810 F.2d 1561, 1 U.S.P.Q.2d 1593 (Fed. Cir. 1987); In re Piasecki, 745 F.2d 1468, 223 
U.S.P.Q. 785 (Fed. Cir. 1984); In re Gordon, 221 U.S.P.Q. 1125 (Fed. Cir. 1984); Ex parte 
Clapp, 227 U.S.P.Q. 972 (Pat. Off. Bd. App. and Inter. 1985); Ex parte Shepard and Gushue, 
188 U.S.P.Q. 537 (Pat. Off. Bd. App. 1974). 

Accordingly, Applicant respectfully submits that independent claims 1, as well as 
dependent claims 2-14, should be allowable because (1) the cited reference does not teach or 
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suggest all of the features of the claimed invention and (2) one of ordinary skill in the art would 
not have been motivated to modify the reference's teachings to produce the claimed invention. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted. 
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